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in the above-identified appeal. Appellant respectfully requests acknowledgment of receipt, and *^ 



entry, of this Reply in the above-identified application for review by the Board of Patent Appeals 
and Interferences. 

This Reply Brief is filed in triplicate. The Examiner is hereby authorized to charge any 
necessary fees to Deposit Account No. 19-0743. 



The Examiner's Answer raised new grounds for rejection which extend beyond those in 
the final Office Action dated March 14, 2002. Appellant respectfully traverses these new 
grounds of rejection. 

As to claims 8 and 10, Appellant submits that the Examiner's Answer, on page 8, 
includes a new argument based on M.P.E.P. § 21 12.01 and inherency. The new arguments were 
not previously made of record and thus Appellant submits that entry of such arguments requires 
re-opening of prosecution. 

Notwithstanding the foregoing. Appellant submits that claims 8 and 10 relate to a method 
of communicating data not taught or suggested by Esch. The Examiner presents a new assertion 
in the Answer that the edge rate is controlled by turning on particular transistors 21 1-229 in Fig. 
5 of Esch. Appellant respectfully submits that support for that assertion is not found in the cited 
document and has not previously been made of record. 

As to claim 9, Appellant submits that the Examiner's Answer, on page 9 includes new 
grounds of rejection not previously presented asserting that "the output signal at pad 241 in 
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figure 4 is maintained at a constant edge rate by turning particular transistors 21 1-229 for 
variation of PVT. Otherwise, the output signal will be distorted due to environmental 
conditions." Among other things, Appellant has not previously had an opportunity to address 
"distortion due to environmental conditions." 

As to claim 16, Appellant submits that the Examiner's Answer, on page 10, includes new 
grounds of rejection not previously presented asserting that "when the enable signal is high logic 
level, the output of 230 is low logic level and when the enable signal is low logic level the output 
of 230 is high logic level. Therefore the switchable element is a programmable inverter." 
Appellant maintains that such grounds of rejection were not encompassed in the statements 
appearing in the office action. The office action asserted, inter alia, that "actuating a switchable 
resistance element comprises actuating a programmable inverter (230 configured as inverter). 
Appellant has not previously had an opportunity to present arguments as to the statements 
appearing in the Answer. For example, the Answer appears to assert that 230 is an inverter 
whereas the office action asserted that 230 could be configured as an inverter. 

For these and other reasons, it appears that the Answer includes new grounds of rejection 
which are properly reconciled in the course of prosecution rather than during appeal. 

In addition, Appellant respectfully traverses assertions presented in the Answer. At 
section (B) of the Answer, the Examiner asserted that "Appellant argues that the prior art (Esch) 
does not teach any steps of the claimed method." Page 5, emphasis added. Appellant 
respectfully submits that this is a mischaracterization of the argument presented in the Appeal 
Brief On pages 7 and 8 of the Appeal Brief, Appellant submits cogent reasoning concerning 
selected elements of claims 8 and 10. 

Furthermore, the Examiner's Answer included duplicate sections entitled "Related 
Appeals and Interferences" with one section asserting that an appropriate statement was included 
in the Appellant's Appeal Brief and the second section asserting that the Appellant's Appeal 
Brief did not contain an appropriate statement. As to the second section, Appellant respectfully 
traverses and draws attention to the section entitled "Related Appeals and Interferences" on page 
3 of the Appeal Brief 
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CONCLUSION 

For these and other reasons. Appellant submits that the rejection of the claims was 
improper, the Examiner's Answer includes new grounds of rejections and reversal by the Board 
is respectfully requested. 
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